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DETAILED ACTION 

Response to Arguments 

1. 35 U.S.C. §101 Rejection 

Applicant's arguments, see Remarks filed 3/24/2009, with respect to the 
rejection(s) of claim(s) 8 and 9 under 35 U.S.C. 101 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. 

2. 35 U.S.C. §102(b) Rejection 

Applicant's arguments with respect to claims 1 , 7, 8 and 10 have been 
considered but are moot in view of the new ground(s) of rejection. Amendments to 
claims to reflect the "object of the present invention" to be .." promote repeated use of a 
product and provide a service according to it. However in order to achieve the 
aforementioned object the sale staff needs to provide the consumer with the product 
first" is rejected as follows in the immediate Office action. 

In response to applicant's argument that in essence, the art taught by Nagata 
does not teach to what the Applicant regards as the object of the immediate invention, 
Examiner respectful responds is that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
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Claim Rejections - 35 USC § 101 
3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 7 are rejected under 35 U.S.C. 101 . Based on Supreme Court precedent 
and recent Federal Circuit decisions, a 35 U.S.C § 101 process must (1) be tied to a 
particular machine or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC 
(2008); Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 
n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the particular machine to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively 
recite the subject matter that is being transformed, for example by identifying the 
material that is being changed to a different state. 

Here, applicant's method steps are not tied to a particular machine and do not 
perform a transformation. Thus, the claims are non-statutory. 

The mere recitation of the machine in the preamble with an absence of a machine in the 
body of the claim fails to make the claim statutory under 35 USC 1 01 . Note the Board 
of Patent Appeals Informative Opinion Ex parte Langemyer et al. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1—2, 4, 6-8 and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagata (US 2002/0077979) herein "Nagata"; in view of Junger (US 
7379899) herein "Junger". 

6. Regarding claims 1 , 7and 8, directed to providing appropriate services to a user 
of a repeated use of a product such as a commodity vessel or a commodity Nagata 
teaches: 

• second judging judges whether a writable storage medium is attached to the 
product; wherein when the step of second judging judges that the product has no 
writable storage medium attached thereto, a step of attaching a writable storage 
medium to the product presented upon purchase of the commodity or service 
and writing information as to initial use in the attached writable storage medium 
010108 and H0295); 

• reading storage information from the writable storage medium which is attached 
to the product, when the user presented the product with the writable storage 
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medium attached thereto_presented by the product user (Fig. 1 , block 10, elms. 
5, 60/61; and H0411); 

• recognizing the use history of the product from the storage information acquired 
(Fig. 35, elm. 92) 

• judging the service content by checking the use history recognized in a table 
where service content is defined according to the number of repeated uses of the 
product ( Fig. 76(a), 'recycle rounds'; and 1J0998); 

• executing a processing according to the service content judged and outputting 
the processing result to an output apparatus (Fig. 76(a); Fig. 89, elm. 125; 110264 
and H1055); 

• writing information as to reuse in the writable storage medium that the process 
corresponding to the executed service content has been performed by the step of 
executing (U0010 and U0464). 

Nagata is silent to the judging of whether a product is presented; judging that no product 
is presented; and providing a product when none is presented tracking sales. Junger 
however, teaches judging whether the product is presented by the user upon purchase 
of the commodity or service (Fig. 2, steps 100/102); 

wherein when the judging judges that no product is presented by the product user upon 
purchase of the commodity or service providing the product (Fig. 2, steps 102/1 14), 
(Fig. 2, step114/100). One of ordinary skill in the art would find it obvious to modify the 
teachings of Nagata by the features disclosed by Junger to encourage sales of reusable 
products and facilitate control of the process as early as the inception of initial purchase 
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thus providing an aggressive ecological approach to a more widespread utility of re- 
usable items. 

7. Regarding claim 2, Nagata and Junger combined to the claim dependencies, and 
Nagata further teaches wherein instructing the reader/writer section to write a use 
history in the writable storage medium according to a commodity or a service when the 
presentation of the product by the product user is upon a commodity or service 
purchase accompanied by the repeated use of the product (Fig. 34, steps 30/37/38; and 
Fig. 78). 

8. Regarding claim 4, Nagata and Junger combined to the claim dependencies, and 
Nagata further teaches: 

• a step of attaching the writable storage medium to the product presented upon 
purchase of the commodity or service when the product has no writable storage 
medium attached thereto fl[ 0108 and 1J0295); and 
a step of instructing the reader/writer section to write the use history to the attached 
writable storage medium according to the commodity or service purchase content 
(110573). 

9. Regarding claim 6, Nagata and Junger combined to the claim dependencies, and 
Nagata further teaches: 
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a step of providing the product having the writable storage medium attached thereto 
when no product is presented by the product user upon purchase of the commodity or 
service; and a step of instructing the reader/writer section to write the use history into 
the writable storage medium attached to the provided product according to the 
commodity or service purchase content (Fig. 9(a); 10(a); and 110314-^0315). 

1 0. Regarding claims 1 4 and 1 5 Nagata and Junger combined to the claim 
dependencies, and Nagata further teaches the method and computer directed to a 
table to be used at the step of judging the service content is stored at a location other 
than the writable storage medium ( Fig. 15., elm 161; Fig 76 (a) and 1J0286). 

1 1 . Claims 1 0-1 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nagata, in view of Naka (US 2002/0038222), herein "Naka". 

12. Regarding claim 1 0 directed to a device for providing services to a user who is 
repeatedly using a vessel for containing a commodity to purchase the commodity, 
Nagata teaches said device comprising: 

a computer section; 

• a reader/writer section connected to the computer section and capable of 
reading/writing information stored in a readable/writable storage medium; and 

• a memory section connected to the computer section and capable of storing 
services to the user having different contents according to a number of repeated 
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uses of the vessel (Fig. 4 and Fig 55); 

wherein when the reader/writer section detects the readable/writable storage 
medium which is attached to the vessel, the computer section calculates a latest 
number of repeated uses of the vessel from the information in the 
readable/writable storage medium attached to the vessel (U0123 and 1J0998); and 
wherein the computer section decides a service to be provided to the user 
corresponding to the latest number of repeated uses by referencing the memory 
section and enables execution of the decided service; and 
wherein the computer section writes information as to reuse in the 
readable/writable storage medium when the decided service has been executed 
(Fig. 34 and f)401). 

Nagata is silent to.specific limitation of when no vessel is presented by the vessel user 

upon purchase of the commodity or service, the reader/writer section provides the 

vessel having writable storage medium attached thereto; 

wherein the computer section executes processing to attach the readable/writable 

storage medium to the vessel when the reader/writer section does not detect that the 

readable/writable storage medium is attached to the vessel; and 

wherein the computer section writes an initial use information in the readable/writable 

storage medium when the readable/writable storage medium gets attached to the 

vessel. However, Naka does disclose a service management system that performs as 

claim recites (see 'Abstract'; Fig. 2 and 1f0049). One of ordinary skill in the art, would 

find it obvious to modify the teachings of Nagata to include these features disclosed by 
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Naka to enable entry into the vessel use cycle at a variety of junctures, thus increasing 
flexibility of sales, re-sales and re-use. 

1 3. Regarding claim 1 1 , Nagata and Naka teach the claim dependencies, and 
Nagata teaches further wherein the computer section reads a number of repeated uses 
of the vessel in the past from the information in the readable/writable storage medium 
attached to the vessel and overwrites the latest number of repeated uses on the number 
of repeated uses of the past in the readable/writable storage medium ((Fig. 679a0; and 
H0996). 

14. Regarding claim 12, Nagata and Naka teach the claim dependencies, and 
Nagata teaches further wherein the readable/writable storage medium is embedded in a 
thickness of the vessel. 

15. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nagata 
and Junger as applied to claim 7 above, and further in view of Naka. 

16. Regarding claim 16, Nagata and Junger combined to the claim dependencies, 
and Nagata further teaches instructing the reader/writer section to write the use history 
to the attached writable storage medium according to the commodity or service 
purchase content (Fig. 4). Yet, both Nagata and Junger are silent to the means for 
attaching the writable storage medium to the product presented upon purchase of the 



Application/Control Number: 10/736,631 Page 10 

Art Unit: 3627 

commodity or service when the product has no writable storage medium attached 
thereto; and means for; wherein the reader/writer section executing the read operation 
determines whether or not the product has the writable storage medium attached 
thereto. Naka however is not (see 'Abstract'; Fig. 2; 1J0049 and Fig. 12). One of 
ordinary skill in the art, would find it obvious to modify the teachings of Nagata and 
Junger to include these features disclosed by Naka to enable entry into the vessel use 
cycle at a variety of junctures, thus increasing flexibility of sales, re-sales and re-use. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• Swartzetal. US 5594228 

• Heuftetal. US 6732921 

• Suetake US 2002/0042737 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANA AMSDELL whose telephone number is (571)270- 
5210. The examiner can normally be reached on 5/4/9. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Florian Zeender can be reached on 571-272-6790. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/F. Ryan Zeender/ 

Supervisory Patent Examiner, Art Unit 3627 



